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SECOND REQUEST FOR FULLY INITIALED 
COPIES OF FORMS PTO/SB/08A DATED 
NOVEMBER 7, 2001 AND SECOND REQUEST 
FOR CORRECTED FORM PTO-892 

SIR: 

A REQUEST FOR FULLY INITIALED COPIES OF FORMS PTO/SB/08A AND 
PTO/SB/08B AND REQUEST FOR CORRECTED FORM PTO-892 was filed on 
August 23, 2003 (the postcard receipt for which is enclosed) . 
However, such REQUEST was not responded to. 

The following is a reiteration of the REQUEST filed on 
August 25, 2003. 

A. The Office Action of July 29, 2003 returned a copy of 
applicants 1 Form PTO/SB/08B (6 sheets dated November 7, 2001) 



with the Examiner's initials in the left column next to each of 
the cited publications, except for the following two 
publications, which the Examiner drew lines through: 



MARTIN, "A New Access to 2 1 -O-Alkylated Ribonucleosides 
and Properties of 2 ' -O-Alkylated Oligoribonucleotides" , 
Helv. Chim. Acta. , 1995, Vol. 78, pp. 486-504 (cited on 
sheet 2 of the Form PTO/SB/08B dated November 7, 2001, 
a copy of which is enclosed) ; and 



HEGEMANN et al., "BIOCHEMICAL PHARMACOLOGY OF PROTEIN 
KINASE C AND ITS RELEVANCE FOR DERMATOLOGY", Pharmacol . 
of the Skin , 1992, Chapter 22, pp. 357-368 (cited on 
sheet 3 of the Form PTO/SB/08B dated November 7, 2001, 
a copy of which is enclosed.) . 

No reasons were set forth in the July 29, 2003 Office Action 
as to why the above two publications were not initialed by the 
Examiner. 

The MARTIN publication is in German, but includes on the 
first page thereof an English- language abstract which is 
reproduced as follows: 



"A New Access to 2 ■ -O-Alkylated Ribonucleosides and 
Properties of 2 1 -O-Alkylated Oligoribonucleotides 

A general access to 2 1 -O-alkylated ribonucleosides 
using the key intermediate 5 is presented. The 
incorporation of 2 1 -O-ethyleneglycol- and 2'-0- 
glycerol-substiuted (i.e. , 2' -O- (2-hydroxyethyl) - and 
2 ■ -O- (2 , 3-dihydroxypropyl) -substituted) ribonucleosides 
into oligonucleotides affords a new generation of 
oligonucleotides with high affinity for RNA, high 
specificity, and increased nuclease resistance." 
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The MARTIN publication is also discussed in the paragraph 
bridging pages 11 and 12 of the specification as follows: 

"Preferred 2 1 -groups of the sugar include H, OH, 
F, and 0--, S--, or N-alkyl groups. One particularly 
preferred group includes 2 1 -methoxyethoxy [2 1 - -0- - 
CH 2 CH 2 OCH 3/ also known as 2 1 -0- (2-methoxyethyl) or 2 ' - 
MOE] (Martin et al., Helv. Chim. Acta. , 1995, 78, 
4 86), i.e., an alkoxyalkoxy group." 

It is respectfully submitted that the above information 
concerning the MARTIN publication provides a concise explanation 
of the relevance of the MARTIN publication in compliance with 3 7 
CFR 1.98 (a) (3) (i) . 

The HEGEMANN et al. publication (which is discussed in the 
paragraph bridging pages 21 and 22 of the specification) is 
Chapter 22 in a book entitled "Pharmacology of the Skin", edited 
by Hasan Mukhtar. It is considered that the Examiner may have 
not realized that the HEGEMANN et al . citation was included in 
this book. A copy of the HEGEMANN et al. citation is enclosed 
for the convenience of the Examiner. 

Copies of sheets 2 and 3 of the Form PTO/SB/08B dated 
November 7, 2 001 are enclosed. 

In view of the above, it is respectfully requested that the 
Examiner provide the undersigned with fully initialed copies of 
sheets 2 and 3 of the Form PTO/SB/08B dated November 7, 2001. 
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B. The July 29, 2003 Office Action included a Notice of 
References Cited (Form PTO-892) which cited "WO 98/39532" to 

Imanishi et al. This citation is incorrect. The correct 
citation is "WO 98/3 9352" (see sheet 1 of applicants' Form 

PTO/SB/08A dated October 31, 2001, wherein WO 98/39352 is cited) . 
Please correct the Patent Office records accordingly, and please 
issue a corrected Form PTO-892. 



FRISHAUF, HOLTZ, GOODMAN & CHICK, P.C. 
767 THIRD AVENUE - 25TH FLOOR 
NEW YORK, NEW YORK 10017-2023 
Tel. Nos. (212) 319-4900 

(212) 319-4551/Ext. 219 
Fax No. (212) 319-5101 
E-Mail Address: BARTH@FHGC-LAW.COM 
RSB/ddf 



Encs . : (1) copy of postcard receipt dated 
August 25, 2003 



(2) copies of sheets 2 and 3 of the Form 
PTO/SB/08B dated November 7, 2001 

(3) copy of HEGEMANN et al., "BIOCHEMICAL PHARMACOLOGY 
OF PROTEIN KINASE C AND ITS RELEVANCE FOR 
DERMATOLOGY", Pharmacol, of the Skin . 1992, Chapter 
22, pp. 357-368 



Respectfully submitted, 




RICHARD S. BARTH 
REG. NO. 28,180 
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RECEIPT ACKNOWLEDGED: REQUEST FOR FULLY INITIAL 
OF FORMS PTO/SB/08A AND PTO/SB/08B AND REQUEST FOR 
CORRECTED FORM PTO-892, including copyof HEGEMANN et al., 
"BIOCHEMICAL PHARMACOLOGY OF PROTEIN KINASE C AND ITS 
RELEVANCE FOR DERMATOLOGY", Pharmacol, of the Skin, 1992, 
Chapter 22, pp. 357-368. 

fcm/cert. of mailing: August 20, 2003 
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NUCLEIC ACIDS FOR ANTISENSE APPLICATIONS" , Bioora. Med. Chem. Le tt , 1993 Vol 3 
No. 12, pp. 2765-2770. " ' " ' 
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Receptor", Endocr. Rev. . 1995, Vol. 16, No. 2, pp. 143-163. 

KABANOV et al, "A new class of antivirals: antisense oligonucleotides combined with a 
hydrophobic substituent . . . " , FEBS Lett . . Jan. 1990, Vol. 259, No. 2, pp. 327-330. 

MARTIN, "A New Access to 2 ■ -0- Alky la ted Ribonucleosides and*Properties of 2'-0- 
Alkylated Oligoribonucleotides" , Helv. Chim. Acta . 1995, Vol. 78, pp. 486-504. 
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9", Invasion Metastasis , 1994-95, 14, pp. 246-258. 
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